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Response to 04/01/08 Notification of Non-Compliant Appeal Brief 


Three items are checked on the 04/01/08 Notification of Non-Compliant 
Appeal Brief ("the notification"): items no. 4, no. 6, and no. 10 (two entries). 
As explained below, the 03/06/08 Brief on Appeal complies with the rules. 


Item Nos. 4 and 10. first entry - Concise Explanation of Subject Matter 

Item No. 4 of the notification states the following: 

(a) The brief does not contain a concise explanation of the subject 
matter defined in each of the independent claims involved in the 
appeal, referring to the specification by page and line number and 
to the drawings, if any, by reference characters; and/or (b) the 
brief fails to: (1) identify, for each independent claim involved in 
the appeal and for each dependent claim argued separately, every 
means plus function and step plus function under 35 U.S.C. 112, 
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sixth paragraph, and/or (2) set forth the structure, material, or 
acts described in the specification as corresponding to each 
claimed function with reference to the specification by page and 
line number, and to the drawings, if any, by reference characters 
(37 CFR 41.37(c)(l)(v)). 

The first sentence of Rule 37(c)(l)(v) ("Summary of claimed subject matter") 

provides that the brief shall contain: 

[a] concise explanation of the subject matter defined in each of the 
independent claims involved in the appeal, which shall refer to 
the specification by page and line number, and to the drawing, if 
any, by reference characters. 

There are three independent claims on appeal: claim 1, 5, and 9. The "concise 

explanation of the subject matter defined in" claim 1 is set forth on p. 3 of the 

brief, the "concise explanation ..." for claim 5 is on pp. 3-4 of the brief, and the 

"concise explanation ..." for claim 9 is on p. 4 of the brief. 

The first entry under item no. 10 of the notification states that 

"[c]laims 3, 7, and 11 do not have a concise explanation of subject matter." 

Since claims 3, 7 and 11 are dependent claims, the first sentence of 

Rule 37(c)(l)(v) quoted above does not apply. The second sentence of the rule 

provides the following: 

For each independent claim involved in the appeal and for 
each dependent claim argued separately under the provisions 
of paragraph (c)(l)(vii) of this section, every means plus function 
and step plus function as permitted by 35 U.S. C. 112, sixth 
paragraph, must be identified and the structure, material, or 
acts described in the specification as corresponding to each 
claimed function must be set forth with reference to the 
specification by page and line number, and to the drawing, 
if any, by reference characters. 
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As none of claims 3, 7 and 11, nor any of the other claims on appeal recite 
means-plus-function or step-plus-function limitations, the foregoing sentence 
of the rule is not applicable. 

The Brief on Appeal is therefore in compliance with Rule 37(c)(l)(v). 

Item Nos. 6 and 10, second entry - Separate Headings 

Item No. 6 of the notification states the following: 

The brief does not present an argument under a separate heading 
for each ground of rejection on appeal (37 CFR 41.37(c)(l)(vii)). 

The third sentence of Rule 37(c)(l)(vii) ("Argument") provides that, "[e]ach 

ground of rejection must be treated under a separate heading." 

There is only one ground on appeal, "[anticipation of claims 1-12 by 
U.S. Patent No. 6,678,386 (Robinson et al.)." Brief on Appeal, p. 5, section (vi) 
("Grounds of rejection to be reviewed on appeal"). The heading for this sole 
ground on appeal immediately follows the heading titled "Argument," where 
the brief recites, "Robinson et al. Does Not Anticipate the Claims as it Does 
Not Teach All of the Claimed Elements." Brief on Appeal, p. 5, section (vii). 

The second entry under item no. 10 of the notification states that 
"[c]laims 1, 5, and 9 have separate arguments. Each argument must have a 
separate heading." 

The fourth sentence of Rule 37(c)(l)(vii) provides the following: 

For each ground of rejection applying to two or more claims, the 
claims may be argued separately or as a group. 
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A single, combined argument is provided in the brief for claims 1 and 5, while 
a separate argument is provided for claim 9. Brief on Appeal, pp. 10 and 11. 

The seventh and eighth sentences of Rule 37(c)(l)(vii) provide 
the following: 

Any claim argued separately should be placed under a 
subheading identifying the claim by number. Claims argued 
as a group should be placed under a subheading identifying 
the claims by number. 

Accordingly, separate subheadings are provided in the brief for the 

arguments pertaining to claims 1 and 5 collectively, and claim 9, respectively. 

Brief on Appeal, pp. 10 and 11. 

The Brief on Appeal is therefore in compliance with Rule 37(c)(l)(vii). 


Conclusion 

For at least the foregoing reasons, the Brief on Appeal is in compliance 

with the rules and the notification should be withdrawn. 
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